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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .32 1 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



Claims 1-23 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1, 2, 4-18 and 21-26 of copending 
Application No. 10599347. 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because, despite difference in language regarding the "at least one first electrode" as 
in claim copending application claims, instant application claims provides additional limitations 
for an obvious variant of having at least one , in the instance case two/ pair of electrodes. 
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Instant application claims also include additional limitations. Hence, the copending 
application claims are generic to the species of invention covered by the respective instant 
application claims. As such, the copending application claims are anticipated by the instant 
application claims and are therefore not patentably distinct therefrom. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Specification/Drawings 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference character(s) not mentioned in the description: 
a. InFig. l,ref#48. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the 
specification to add the reference character(s) in the description in compliance with 37 CFR 
1 . 121(b) are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 7, 15 and 19-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 7 recites the limitation "the liquid-less" portion of the chamber. There is 
insufficient antecedence basis for this limitation into the claim. Claim lor claim 8 does not 
provide for sufficient antecedence as to whether the chamber encompasses such "liquid-less" 
portion, since liquid according to claim 1 is contained in the chamber. It is not clear what the 
Applicant is trying to encompass with this language. 

Claim 15 recites the limitation "the optical relevant material of the chamber". There is 
insufficient antecedence basis for this limitation into the claim. 

Claim 15 also recites the limitation of "the index of refraction of the electrically 
conductive liquid equal to that of the optically relevant material". It is not clear how the index of 
refraction is "different", as provided in dependency of claim 1 and at the same time being 
"equal". It seems that such "relevant material" is part of the surroundings of the electrically 
conductive liquid as claimed. Hence, this makes the claim indefinite because of the contradictory 
language. 

Applicant cooperation is respectfully requested as to clarification in this matter. 
Claims 19 and 20 fall together accordingly. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Given the broadest reasonable interpretation to the claims the following art rejections are 

made. 

Claims 1-7 and 14 are rejected under 35 U.S.C. 102(b) as being Prins et al. by 
WO02/099527. 

As per claim 1, Prins et al. discloses a switchable optical unit capable of controlling a 
beam of radiation passing through an optically active portion of the unit, which unit comprises a 
chamber and an electrically conductive liquid (4) contained in the chamber and having an index 
of refraction different from that of its surroundings, the chamber being provided with an 
electrode configuration wherein application of a voltage (V), from a voltage control system to 
electrodes causes movement of the said liquid, characterized in that the elecfrode configuration 
comprises at least one first electrode (5) fixed to the inner walls of the chamber at the position of 
the optically active portion, second elecfrode means (6) fixed to the inner walls of the chamber at 
positions outside the optically active portion and a third elecfrode (7) in contact with the 
conductive liquid and continuously connected to a first output of a voltage source (V of OV), a 
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second output of which is connected in a first mode to said at least one first electrode (V of OV) 
and in a second mode to the second electrode means (V=V); (see Figs, la, lb and 3a, 3b). 

As per claim 2, refer to figure 3a, Prins et al. discloses dotted lines of electrode 6, form 
alternatively an u-shaped cross section. 

As per claim 3, Prins et al. discloses wherein the interior wall of the chamber facing the 
liquid is coated with an insulating hydrophobic layer (2) (see page "fluoropolymer"; page 3 line 
11). 

As per claim 4, Prins et al. discloses wherein the chamber comprises a medium (3) which 
has an index of refraction different from that of the conductive liquid (Figs. 1,3; description page 
2-3). 

As per claims 5 and 6, Prins et al. discloses wherein the medium is a liquid, and as in 
claim wherein is a gas description page 2-3. 

As per claim 7, It is readily understood that if gas is being used a vacuum environment is 
inherently provided. 

As per claim 14, Prins et al. discloses where the voltage control system is arranged to 
supply a voltage to the at least one of first electrode individually (see Fig. 1). 



Claim Rejections - 35 USC §103 
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The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this OfRce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would ha\'e been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Prins et al. 
by WO02/099527 in view of Feenstra et al. WO03069380. 

Claim 8-10 provides for having refractive lens surface, on the walls of the chambers and 
particularly an aspherical surface. 

These features are not taught by Prins et al. switchable optical unit. 

However, such configuration is well known in the art and is evidenced by Feenstra et al, 
see Fig. 4, a switchable optical unit having refi'active lens surfaces particularly aspherical. 

It would have been obvious to one of an ordinary skill in the art at the time of the 
invention to provide such refi'active lens surface in order to provide for a variable focus device. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Prins et al. by 
WO02/099527. 

As per claim 15, finding the index of refraction with respect to its surroundings would 

have been merely routine skill in the art which would have understood that they can be freely 
chosen and adapted to the envisaged application. 
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Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Prins et 
al. by WO02/099527 in view of Onuki et al. US Patent Application Publication 2002/0176148. 

Although Prins et al. does not expressly disclose a controllable lens system in a 
camera/hand-held device having a switchable optical unit. 

This is merely one of the well known applications for such optical switchable units, as 
evidenced by Onuki et al. 

It would have been obvious to one of an ordinary skill in the art to provide such optical 
system units to obtain at very least light beam change capabilities. 

Allowable Subject Matter 

Claims 18, 21 and 22 would be allowable if the rejections on the ground of nonstatutory 
obviousness-type double patenting are resolved. 

Claims 19 and 20 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

Claims 1 1-13 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims and if the rejections on the ground of nonstatutory obviousness-type 
double patenting are resolved. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JORGE L. ORTIZ CRIADO whose telephone number is 
(571)272-7624. The examiner can normally be reached on Mon.-Fri 10:00 am- 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Andrea L. Wellington can be reached on (571) 272-4483. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jorge L Ortiz-Criado/ 

Primary Examiner, Art Unit 2627 
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